III. REMARKS 

Claims 1-27 are pending in this application. Applicant does not acquiesce in the 
correctness of the rejections and reserves the right to present specific arguments regarding any 
rejected claims not specifically addressed. Further, Applicant reserves the right to pursue the fiiU 
scope of the subject matter of the original claims in a subsequent patent application that claims 
priority to the instant application. Reconsideration in view of the following remarks is 
respectfully requested. 

In the Office Action, the abstract is objected to. Claims 3-6 and 9 are rejected under 35 
U.S.C. §112, second paragraph, as allegedly being indefinite. Claims 1-6, 8, 10-15, 17, 19-24 
and 26 are rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over Schwabe (U.S. 
Patent No. 6,986,132), hereafter "Schwabe," in view of Judge et al. (U.S. Patent No. 6,430,564), 
hereafter "Judge." Claims 7, 9, 16, 18, 25 and 27 are rejected under 35 U.S.C. §103(a) as 
allegedly being unpatentable over Schwabe in view of Judge and fiirther in view of Connelly et 
al. (U.S. Patent No. 6,385,722), hereafter "Connelly." 

Applicants thank the Examiner for the telephone interview of June 16, 2009, with their 
representative. Hunter E. Webb. No proposed amendment was submitted in advance of the 
interview. In the interview, Applicant's representative discussed the objection of the office to the 
specification and pointed out the effort of Applicant to amend the title using double brackets. 
The Examiner agreed wdth Applicant that the prior amendment was sufficient to overcome the 
objection. 
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A. OBJECTIONS TO THE SPECIFICATION 

The Office has asserted that the Abstract contains deficiencies. Applicant amended the 
title of the abstract as suggested by the Office is a previous amendment. Accordingly, Applicant 
respectfully requests that the rejection of the Office be withdrawn. 

B. REJECTION OF CLAIMS 3-6 AND 9 UNDER 35 U.S.C. §112 

The Office has asserted that claims 3-6 and 9 are indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant regards as the invention. 
Specifically, the Office objects to use of the word "JAVA" in the claims. Applicant respectfully 
submits that ". . .The presence of a trademark or trade name in a claim is not, per se, improper 
under 35 U.S.C. § 1 12, second paragraph. . ." MPEP 2173.05(u). To this extent, the MPEP does 
not strictly forbid the use of trademarks in the claims, but rather only those which are not 
". . .sufficiently precise and definite." MPEP §608.01(v). Applicant asserts that the word JAVA, 
in the context of the claimed invention, refers to an environment within which the invention 
functions and/or a fi-amework that defines the structure of the constructs of the invention, and not 
simply a source of goods. To this extent, the term JAVA has a definite meaning, and its use in 
the claims is permitted. Accordingly, Applicant requests that the rejection be withdrawn. 

C. REJECTION OF CLAIMS §103(a) 

With regard to the 35 U.S.C. § 103(a) rejections over Schwabe in view of Judge, 

Applicant asserts that the references cited by the Office do not teach or suggest each and every 
feature of the claimed invention. For example, with respect to independent claims 1,10 and 19, 
Applicant continues to submit that the cited references fail to teach or suggest comparing the 
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loaded classes to identify APIs that have been modified between the first release of byte code and 

the second release of the byte code, wherein an API has not been modified in case that it 

maintains a same name, parameter order, parameter types and retum types in both the first release 

of the byte code and the second release of the byte code. In its argument to the contrary, the 

Office cites a passage of Schwabe that describes comparison of package attributes. Col. 25, lines 

50-53; col. 26, lines 1-10. However, a closer reading of the text surrounding the passages cited 

by the Office clearly shows that these package attributes are part of the content of API definition 

files. See e.g., col. 25, lines 37-43. To this extent, the parameters that are compared are in API 

definition files. As such, Schwabe never compares loaded classes, but only API definition files 

which are separate fi-om these classes. In contrast, Schwabe expressly teaches that 

. . .verification does not continue beyond an API definition file. This differs fi-om typical 
verification methods that continue the verification process into an implementation of the 
APT definition file. Col. 14, lines 10-13. 

To this extent, Schwabe teaches against the loading of classes based on results from an API 

definition file verification in its verification process. Furthermore, neither of the references 

teaches or suggests the exact comparison of the claimed invention, including, inter alia, order of 

parameters and both parameter types and retum types. Accordingly, Applicant requests that the 

rejection be withdrawn. 

With fiirther respect to independent claims 1,10 and 19, Applicant continues to submit 

that the cited references fail to teach or suggest finding matching class names between the first 

list and the second list, and loading classes corresponding to the matching class names. Rather, 

the passages in Schwabe refer to different functions of Schwabe that are completely unrelated. 

The first passage of Schwabe cited by the Office mentions comparing the set of classes and 
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interfaces in an old API definition file with those in a new API definition file. The second 
passage references loading of class files. However, the passages in Schwabe cited by the Office 
do not teach that the class files that are loaded are class files that are derived from the matching. 
In fact, Schwabe does not even indicate that the class files that are loaded are taken from its API 
definition files. Rather, as stated elsewhere herein, Schwabe teaches against comparing of loaded 
classes, but only compares the definition files. This is in contrast to the claimed invention in 
which the classes that are loaded correspond to the matching class names between the first list 
and the second list. For the above reasons, the separate comparing and loading of Schwabe does 
not teach or suggest the loading based on the matching of the claimed invention. Judge does not 
cure this deficiency. Accordingly, Applicant requests that the rejection be withdrawn. 

With respect to dependent claims. Applicant herein incorporates the arguments presented 
above with respect to the independent claims from which the claims depend. Furthermore, 
Applicant submits that all dependant claims are allowable based on their own distinct features. 
Since the cited art does not teach each and every feature of the claimed invention. Applicant 
respectfully requests withdrawal of this rejection. 

VI. CONCLUSION 

In addition to the above arguments, Applicant submits that each of the pending claims is 
patentable for one or more additional unique features. To this extent. Applicant does not 
acquiesce to the Office's interpretation of the claimed subject matter or the references used in 
rejecting the claimed subject matter. Additionally, Applicant does not acquiesce to the Office's 
combinations and modifications of the various references or the motives cited for such 
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combinations and modifications. These features and the appropriateness of the Office's 
combinations and modifications have not been separately addressed herein for brevity. However, 
Applicant reserves the right to present such arguments in a later response should one be 

necessary. 

In light of the above, Applicant respectfiiUy submits that all claims are in condition for 
allowance. Should the Examiner require anything fiirther to place the apphcation in better 
condition for allowance, the Examiner is invited to contact Applicant's undersigned 
representative at the number listed below. 

Respectfully submitted. 



/Hunter E. Webb/ 

Date: June 16, 2009 

Hunter E. Webb 
Reg. No.: 54,593 

Hoffman Wamick LLC 
75 State Street, 14*^ Floor 
Albany, New York 12207 
(518) 449-0044 
(518) 449-0047 (fax) 
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